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DETAILED ACTION 
Response to Appeal Brief 

1 . Applicant's Appeal Brief was received on 7/14/06 and has been entered and 
made of record. Currently claims 1-7 are pending. 

Response to Arguments 

2. Applicant's arguments, see pages 8-18, filed 7/14/06, with respect to the 
rejection(s) of claim(s) 1-7 under U.S.C. 102(e) have been fully considered and are 
persuasive. Therefore, the finality of the Office Action dated 12/15/05 has been 
withdrawn. However, upon further consideration, a new ground(s) of rejection is made 
in view of newly found prior art. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1 , 6, and 7 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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Claims 1 , 6, and 7 recite the limitation "the game" in the first limitation. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Silverbrook (US 6835135) in view of U.S. Patent No. 6807521 to Kurosawa et al. 

Regarding claim 1, Silverbrook discloses a card making device for making 
character cards wherein said card making device is comprised of the following means: 
character data storage means for storing data character data consisting of data on said 
character appearing in a game (see column 2 lines 58-60 and column 4 lines 13-18, 
reference states that character data is stored on DVD game discs, CD-ROMs, or other 
conventional memory cartridges, also the print module contains a memory for video 
game functions), character data extraction means for extracting said specified character 
data from said character data storage the means (see column 3 line 61 -column 4 line 
7), character layout information input means for inputting card layout information 
specifying the card layout, said card layout here indicating a card layout for said 
character shown in said character data extracted by said character data extraction 
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means (see column 4 lines 1-7), card display image information generation means for 
generating card display image information showing a card display image where said 
character is positioned (see Fig. 11 (50), column 2 lines 53-55, reference shows a video 
out source for displaying images), said character here indicating a character shown in 
said character data extracted by said character data extraction means according to said 
layout information input by said card layout information input means (see column 3 line 
61 -column 4 line 7), and card display image information output means for outputting 
card display image information generated by the card display image information 
generation means to a printer (see Figs. 1 and 11, column 2 lines 35-40, column 3 lines 
38-42, and column 3 line 61 -column 4 line 7). 

Silverbrook does not disclose expressly wherein the character data storage 
means is located within the card making device. 

Kurosawa discloses wherein the character data storage means is located within 
the card making device (game console) (see Figs. 1 and 2, column 3 lines 55-61, 
column 3 line 66-column 4 line 19, column 4 lines 33-36, and column 4 line 46-column 5 
line 45). 

Regarding claims 6 and 7, Silverbrook discloses a card making method and 
recording medium stored with a program implemented by computer, comprising: storing 
character data consisting of data on said character appearing in a game (see column 2 
lines 58-60 and column 4 lines 13-18), extracting said specified character data (see 
column 3 line 61 -column 4 line 7), inputting card layout information specifying the card 
layout for said character shown in said extracted character layout for said character 
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data (see column 4 lines 1-7), generating card display image information showing the 
card display image placed with said character shown in said extracted character data, 
according to said input card layout information (see Fig. 1 1 (50) and column 2 lines 53- 
55), and outputting said generated card display image information to a printer (see Figs. 
1 and 11, column 2 lines 35-40, column 3 lines 38-42, and column 3 line 61 -column 4 
line 7). 

Silverbrook does not disclose expressly wherein the character data storage 
means is located within the card making device. 

Kurosawa discloses wherein the character data storage means is located within 
the card making device (game console) (see Figs. 1 and 2, column 3 lines 55-61, 
column 3 line 66-column 4 line 19, column 4 lines 33-36, and column 4 line 46-column 5 
line 45). 

Silverbrook & Kurosawa are combinable because they are from the same field of 
endeavor, video game consoles. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the character data storage area located within the game 
console, as described by Kurosawa, with the system of Silverbrook. 

The suggestion/motivation for doing so would have been to provide storing and 
updating of character data as a game progresses to enhance the interest of the game 
(see column 1 line 34-column 2 line 11). 

Therefore, it would have been obvious to combine Kurosawa with Silverbrook to 
obtain the invention as specified in claims 1, 6, and 7. 
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Regarding claim 2, Siiverbrook further discloses wherein said character data 
extraction means extracts said specified character data from said character data 
storage means when specified conditions in said game are fulfilled (see column 3 lines 
61-67). 

Regarding claim 3, Siiverbrook further discloses wherein said device further 
comprises a character selection means for selecting said character for said card 
making, and said character data of said character selected by said character selection 
means is extracted by said character data extraction means (see column 3 line 61- 
column 4 line 7). 

Regarding claim 4, Siiverbrook further discloses wherein said character data is 
comprised of said character special feature information showing image information for 
said character and special features of said character (see column 4 lines 1-7). 

Regarding claim 5, Siiverbrook further discloses wherein said character layout 
information is information specifying card layout information items showing features of 
said character shown in said character special feature information and in the card layout 
of the image shown in image information on said character (see column 3 line 61- 
column 4 line 7). 



Application/Control Number: 09/885,945 
Art Unit: 2625 



Page 7 



Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark R. Milia whose telephone number is (571) 272- 
7408. The examiner can normally be reached M-F 8:00am-4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Twyler M. Lamb can be reached at (571) 272-7406. The fax number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Mark R. Milia 
Examiner 
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